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1. Claims 1-7 and 11-13 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

On line 7 of claim 1, the recited transparent medium located in each sample vessel is 
indefinite since the transparent medium was not positively recited as being located within each 
sample vessel earlier in the claim. It is suggested to insert the phrase -a transparent medium in 
each sample vessel — on line 5 of claim 1 before the phrase "and a common cover". On line 8 of 
claim 1, the phrase "reflective-coated bottom" should be changed to -reflection-coated bottom — 
so as to be consistent with the terminology used on line 4 of claim 1 . 

On line 1 of claim 7, the phrase "the wall of the sample vessel" should be changed to -a 
wall of each sample vessel — since claim 1 recite two or more sample vessels. 

On line 3 of claim 1 1, the phrase "focal point of the bottom of said sample vessel" does 
not make proper sense and should be changed to -focal point within said sample vessel-. This 
same change should also be made on line 3 of claim 13. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

3. Claim 8 is rejected under 35 U.S.C. 102(a) as being anticipated by Tewes et al (WO 
99/09393). 

Tewes et al teach of a method and device for polychromatic fluorescence spectroscopy. 
The device 20 consists of a block 21 with a flat surface 22 that incorporates a recess 23 as a 
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sample vessel. A transparent medium is located inside of the sample vessel. The sample vessel 
is shaped like a parabola and has a metal-coated floor area 24 that acts as a parabolic mirror. 
This mirror is arranged in such a way that the focal point 25 of the parallel incident light beams 
27-32 is located inside the recess 23. Placed over the recess 23 on the flat surface 22 of the 
block 21 is a cover slip 26, which covers the recess 23 filled with the sample in buffer solution. 
Parallel incident light beams 27-32 perpendicularly pass through the surface of the cover slip, 
penetrate into the sample arranged in the recess 23, going through the sample and arriving at the 
floor area 24. After hitting the metal-coated floor area 24 inside the sample liquid, the light 
beams 27-32 are deflected towards the focal point 25 located within the sample vessel. All the 
light beams 27-32 converge in focal point 25, even if the light beams exhibit different 
wavelengths. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection because 
a translation of said papers has not been made of record in accordance with 37 CFR 1 .55. See 
MPEP§ 201.15. 

4. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. Claims 1-6 and 9-14 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
Tewes et al (WO 99/09393) in view of Tolles (US Patent no. 4,432,642). For a teaching of 
Tewes et al, see previous paragraphs in this Office action. Tewes et al fail to teach of a plurality 
of sample vessels 23 in the block 21, and fail to teach that the cover 26 has plungers with light 
windows thereon for individually inserting into the recesses on the block 21. 

Tolles teaches of a nephelometer for photometrically measuring light scattered by 
particles in a liquid sample that comprises a specimen vessel holder 10 and a common, 
removable cover 1 1 . The specimen holder cover 1 1 has integrally formed thereon a plurality of 
identical depending immersion light pipes or plungers 18, one for each specimen well 13 in the 
holder 10. The depending plungers 18 have light windows thereon that are partly immersed in 
the liquid specimens 12 contained in the wells. Tolles teaches that light from a light source 20 is 
focused through the plungers 18 into the liquid specimens 12. Tolles teaches that the plungers 
18 eliminate open surfaces and air gaps in the optical path from the light source through the 
specimen holder to obtain improved measurement results. See lines 22-3 1 in column 2 and 
Figures 3 and 5 in Tolles. 

Based upon the combination of Tewes et al and Tolles, it would have been obvious to one 
of ordinary skill in the art at the time of the instant invention to provide the device for 
fluorescence correlation spectroscopy taught by Tewes et al with a plurality of the sample vessels 
23 in the block 21 since Tolles teaches that multiple vessels in an optical specimen holder allows 
multiple samples to be analyzed and processed at the same time. It also would have been 
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obvious to one of ordinary skill in the art at the time of the instant invention to provide the light 
sources 27-32 in the detection device used for fluorescence correlation spectroscopy taught by 
Tewes et al as plungers with light windows thereon for individually inserting into the wells or 
vessels since Tolles teaches that plungers with light windows provided on a common cover for a 
specimen holder having a plurality of vessels therein provides the advantage of eliminating open 
surfaces and air gaps in the optical path from a light source through the specimen holder to 
obtain improved measurement results. 

7. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tewes et al in 
view of Tolles as applied to claims 1-6 and 9-14 above, and further in view of Salzman et al (US 
Patent no. 4,200,802). For a teaching of Tewes et al and Tolles, see previous paragraphs in this 
Office action. Tewes et al fail to teach that the walls of the vessel in the specimen holder have 
openings therein for the supply and removal of liquid samples. 

Salzman et al teach of a cell analysis apparatus comprising a parabolic cavity with 
continuous walls 14. The walls of the cavity are coated with a reflective coating to provide a 
focus. A beam of light is passed through the focus to perpendicularly illuminate the cells in the 
cavity. Light scattered or fluoresced by the cells is collected after it reflects from the walls of the 
cavity. Intensity distribution of the light is utilized to determine preselected characteristics of the 
cells. The cavity has an opening where a nozzle 22 is inserted for introducing a sample of cells 
into the cavity, and an opening 24 where sample is collected and drained from the cavity after the 
cells have been measured. See Figures 1 and 2 in Salzman et al. 

Based upon the combination of Tewes et al, Tolles and Salzman et al, it would have been 
obvious to one of ordinary skill in the art at the time of the instant invention to provide the walls 



Application/Control Number: 09/913,575 Page 6 

Art Unit: 1743 

of the vessel in the specimen holder taught by Tewes et al with openings therein, similar to the 
openings 22 and 24 in the cavity taught by Salzman et al, so as to provide for the automatic 
supply and removal of liquid samples to the vessel while eliminating the manual pipetting of 
samples to and from the vessel so that the process can be performed faster and more efficiently. 
8. Applicant's arguments with respect to claims 1-14 have been considered but are moot in 
view of the new ground(s) of rejection. 

The previous objections to the abstract in the Office action mailed on September 21, 2004 
have been withdrawn in view of the amended abstract submitted with Applicant's response 
received December 17, 2004. The previous rejections of the claims under 35 USC 1 12, second 
paragraph are also withdrawn in view of Applicant's amendments to the claims. However, new 
rejections under this statute are set forth above, as necessitated by Applicant's amendments to 
the claims. 

The previous rejections of the claims under 35 USC 103 as being obvious over the 
references to Stabile et al, Tolles and Salzman et al are withdrawn in view of the amendments to 
the claims concerning the light rays impinging upon the transparent medium in the sample 
vessels being reflected and focused to a focal point within the sample vessels. This limitation is 
not taught or suggested by any of the references to Stabile et al, Tolles or Salzman et al. Since 
these previous rejections have been withdrawn, Applicant's arguments concerning these 
rejections will not be addressed. New rejections under 35 USC 102(a) and 35 USC 103 are set 
forth herein as necessitated by Applicant's amendments to the claims. 



Application/Control Number: 09/9 1 3,575 Page 7 

Art Unit: 1743 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maureen M. Wallenhorst whose telephone number is 571-272- 
1266. The examiner can normally be reached on Monday-Wednesday from 6:30 AM to 4:00 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden, can be reached on 571-272-1267. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



PM. 



Maureen M. Wallenhorst 
Primary Examiner 
Art Unit 1743 
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